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Spreading Its Wings and Coming of Age:

With Indiana’s Law As A Model, The State-Based

By Jonathan L. Faber and Wesley A. Zirkle

Right of Publicity Is Ready to Move to the Federal Level

Editor’s Note: Jonathan L. Faber
and Wesley A. Zirkle, both of India-
napolis, arethefirst-placerecipients
of theHarrison Legal Writing Award.
Established in 1996 by ISBA Writ-
ten Publications Committee, the
Harrison Legal Writing Award
commemor ates the first president of
the Indiana State Bar Association,
former U.S. President Benjamin
Harrison, and recognizes articles of
significant subject matter, practical-
ity and timeliness, with high quality
research and legal analysis. Plaques
and cash prizes (funded by the |ISBA
Insurance Agency) were recently
awarded to first-, second- and third-
place winners at the State Bar’s
105th Annual Meeting in South
Bend. The second- and third-place
articleswill be published in upcom-
ing issues of Res Gestae.

“Our destiny exercisesitsinfluence
over us even when, as yet, we have
not learned its nature: it is our
futurethat lays down thelaw of our
today.” *

Within the Intellectual Property
law family, the maverick Right of
Publicity appears to have outgrown
its status as a state-based doctrine.
The Right of Publicity consistently
attracts attention from legal schol-
ars and commentators in compari-
son to its more familiar cousins,
trademark and copyright. Much of
the controversy centerson the proper
parameters of this emerging, state-
based legal doctrine, as high-profile
litigation and various legidlative ef-
forts to enact or amend publicity
rights statutes fuel the debate. By
virtue of having the most progres-
sive Right of Publicity statutein the
nation, Indiana represents ground
zeroin one of themost fervently con-
tested areas of the law. Eventualy,
the Right of Publicity will move to
thefederal level; when it does, Indi-
ana is posed to serve as the model
for the future of the emerging Right
of Publicity.

A Crash Course On The Right of
Publicity

The Right of Publicity asalegal
doctrine is still in its infancy, but
Indiana’'s 1994 statutory entry in the
annals of Right of Publicity
development, as embodied in
Indiana Code 8832-13-1-1 through
32-13-1-20, gavethedoctrineadose
of puberty-inducing testosterone
through “one of the most sweeping
right of publicity statutes in the
nation.”? The Right of Publicity
describes every individual’s right to
control the commercial use of hisor
her persona, which is the property
interest embodied in an individual’s
“name, voice, signature, photograph,
image, likeness, distinctive appear-
ance, gestures or mannerisms.” 3

The Right of Publicity captures
the attention of the legal community
due to the fact that Right of Public-
ity disputes almost always involve
celebrities. Every person possesses
aRight of Publicity, not just famous
individuals, apoint noted by thefore-
most Right of Publicity scholar, J.
Thomas McCarthy.* However, itis
a celebrity’s name and image that
advertising agencies and companies
seek out as a promotional tool to
hype advertisements and sell prod-
ucts. To be sure, being famous con-
stitutes a pragmatic prerequisite to
having a Right of Publicity of value
on the open market.

Because every person has an en-
forceable Right of Publicity, the
origin of one's fame, or that for
which a person is known, is not es-
pecialy important—though it may
impact the revenuesthat can be gen-
erated through licensing a particu-
lar person’s Right of Publicity. Re-
cent advertising campaigns which
implicate the Right of Publicity have
featured such diverse personalitiesas
President Bill Clinton in a print
advertisement for Fizzy Lab,® foot-
age of Jackie Robinson in a televi-
sion commercia for AIG Insurance,
are-animated John Wayne in Coors
Light commercials,® AmeliaEarhart

in Apple Computer’s “Think Differ-
ent” campaign, and the $50,000
Shag SST Ford Expedition, which
Shaquille O'Neal helped design,
marking “the first time an athlete's
name has appeared on an
automaker’s vehicle.””

M eet theFamily: theRight of Pub-
licity as a Distinct Doctrine
In order to properly comprehend
the Right of Publicity as a distinct
legal theory with its own policy
rationales and vibrant history of
precedent, one must not confuse the
doctrine with its more recognized
cousins in the intellectual property
family, copyright and trademark.
“[Right of publicity] is a distinct
legal category, not just a ‘kind of’
trademark, copyright, false advertis-
ing or right of privacy.”8
The Right of Publicity could
hardly be more distinct from copy-
right, though that distinction does
not prevent the frequent juxtaposi-
tion between the two doctrines.
Copyright applies to the rights one
acquires in “original works of au-
thorship fixed in a tangible medium
of expression.”® Simply stated,
copyright applies to the static rights
embodied in a creative work itself.
In contrast, the Right of Publicity is
the dynamic right of an individual
that isnot tied to any particular work,
but rather applies to commercial
applications incorporating that
individuals' name, imageor likeness.
A person’s name, image, or likeness
can never constitute a “work of
authorship” for copyright purposes,
and nothing about the fundamental
Right of Publicity can be
copyrighted. Because these are
wholly distinct doctrines, federal
copyright does not preempt the state-
based Rightsof Publicity. For
instance, an advertisement featuring
Bobby Knight's picture requires
authorization from the photographer
who took the picture for the copy-
right use, and from Bobby Knight
for the use of his Right of Publicity.
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Unlike the clear distinction
between copyright and the Right of
Publicity, trademark law exhibits
some of the same policy rationales
supporting the Right of Publicity.
Both trademark and the Right of
Publicity share the analytica filters
of unfair competition and misappro-
priation. *® Like a trademark, the
Right of Publicity can function as a
quality assurance to a consumer,
especially if a celebrity monitors
quality standardsin licensing theuse
of the Right of Publicity. Trademark
owners and publicity rights owners
also both seek to prevent othersfrom
reaping unjust gains by appropria-
tion of the mark or celebrity’s fame.

Perhaps the most fundamental
distinction between copyright and
trademark on the one hand, and the
Right of Publicity ontheother, isthe
fact that copyright and trademark
emanate from federal lawswhilethe
Right of Publicity remains a state-
based doctrine. Certain aspects of
state copyright and trademark stat-
utesremain in force yet today to the
extent that the Federal laws do not
address a particul ar issue proscribed
onthestatelevel. If theevolution of
copyright and trademark law serves
as areliable predictor, the Right of
Publicity is on course for moving to
the Federal level, which will present
a multitude of advantages in the
application and consistency of the
doctrine in practice.

Policy Rationales for the Right of
Publicity: Compensation and
Control

Examples of the Right of Public-
ity permeate our society, yet few
realize its pervasive presence.
Whenever you see a Marilyn Mon-
roe Franklin Mint doll, a Kobe
Bryant Adidas commercial, or
Katherine Hepburn in a Longines
print adverti sement, you arewitness-
ing manifestations of the celebrity-
licensing industry which is predi-
cated upon the Right of Publicity.
The synergy between celebrities and

advertising campaigns or merchan-
dise is being capitalized upon at an
ever-increasing rate.t While finan-
cial considerations often are the
motivating factor behind such ar-
rangements, there is more to the
Right of Publicity than merely pro-
viding asource of revenuefor famous
individuals or their heirs.

It is no surprise that if Britney
Spears endorsesaproduct, saleswill
improveasthe“hipness’ of the prod-
uct is confirmed. If the popularity
of a celebrity and the loyalty of his
or her fans provides a potential
source of profit to any person or
entity that can exploit acelebrity for
commercia purposes, the company
or advertiser which uses that celeb-
rity without paying thelicensing fees
for clearance of the Right of Public-
ity can ensure an even larger profit
margin by exploiting a celebrity
without their knowledge or consent.
Typically, such an infringer
underprices competitors who have
properly licensed and paid for theuse
of the celebrity.’? The stakes are
high, however, as the sizable dam-
ages awards in Right of Publicity
cases consistently confirm when an
infringer is caught and held liable.

The ability to control commer-
cialization in the first place is as
much apolicy objective of the Right
of Publicity asis providing revenue
streams for the rightful recipient. If
compensation were the sole
objective, a standardized statutory
fee might be advisable (which it is
not), similar to the statutory ratesfor
mechanical licenses for the use of
copyrighted music. Control over
one's image alows an individual to
prohibit the use of their right of
publicity for any reason, whether the
use is morally objectionable to the
individual or whether they give no
reason whatsoever for withholding
the right.

As arubber to road example, the
Estate of Humphrey Bogart rejects
licensing opportunities that exist
with tobacco companies, despite the

fact that such opportunitieswould be
extremely lucrative because of the
perpetual appeal of Humphrey
Bogart, and because there are numer-
ous famous images of Bogart
smoking. The reason for their re-
jection of such opportunities?
Humphrey Bogart died of cancer. It
would be unconscionable if the
children of Humphrey Bogart and
Lauren Bacall had to endure
exposure to advertising campaigns
for tobacco products playing off of
famous images of their father
smoking, thereby promoting thevery
thing which caused their father's
death. The Right of Publicity exists
in part to ensure that a celebrity or
her heirs can prevent undesirable or
unsavory commercialization of their
loved one. As Vince Lombardi Jr.
has said: “Nothing anyone candois
going to enhance my father’'s repu-
tation, but they certainly can detract
from it.” %

What do Los Angeles Magazine,
Cheers Restaurants, the Three
Stooges, and Princess Diana Have
in Common? Recent Right of
Publicity Case Law

The case history of the Right of
Publicity exhibits much of the
growth of the doctrine, but also re-
flects the way in which a federal
Right of
Publicity statute would be of enor-
mous benefit. The phrase “Right of
Publicity” wasfirst coinedin Haelan
Laboratories, Inc. v. Topps Chewing
Gum, Inc.** In Haelan, the court
focused on the right of a person to
license hislikenessfor aprofit. “We
think that, in addition to and
independent of that right of
privacy... a man has aright in the
publicity value of his photograph,
i.e., the right to grant the exclusive
privilege of publishing his picture,
and that such agrant may validly be
made “in gross,” i.e., without an
accompanying transfer of abusiness
or of anything else.”*® Judge Jerome
Frank reasoned that this right is
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necessary to ensure that moral
justice prevails in the market. “[I]t
is common knowledge that many
prominent persons (especially actors
and ball-players), far from having
their feelings bruised through pub-
lic exposure of their likeness, would
feel sorely deprived if they no longer
received money for authorizing
advertisements, [and] popularizing
their countenances.”®

The Supreme Court of the United
States has reviewed the Right of
Publicity only once, but it hasthereby
provided critical guidance that the
Right of Publicity doesnot inherently
conflict with the First Amendment.
Zacchini v. Scripps-Howard Broad-
casting Co. involved a “human
cannonball” who did not want his
entire fifteen-second performance
televised on the local news because
hefelt that televising the event would
reduce the number of people willing
to pay to see his act.'” The Court
rejected the Broadcasting
Company’s First Amendment de-
fenses, noting that the decision was
not merely to ensure compensation
for the performer; rather, it was to
provide “an economic incentive for
him to make the investment required
to produce a performance of interest
to the public.”*® The law serving as
an incentive to create is not unique
to Right of Publicity, as the incen-
tive concept also buttresses the ex-
istence of copyright and patent laws.

Following Zacchini and through-
out the second half of the Twentieth
Century, numerous noteworthy and
fascinating cases have issued from
jurisdictions all over the country
which define and expand the
doctrine.®* Severa of the most re-
cent examples involved Dustin
Hoffman, the Norm and CIiff
characters from the television show
Cheers, and the Three Stooges.

In January of 1999, Dustin
Hoffman sued a magazine publisher
for infringing upon his Right of
Publicity.® Los Angeles Magazine
digitally manipulated movie still

shots of celebritiesto makeit appear
that the celebrities were wearing
modern designer clothing. For
example, Dustin Hoffman's charac-
ter in Tootsie was dressed in aRich-
ard Tyler gown and Ralph Lauren
heels- Though it was clear from the
photo editorial that Hoffman person-
ally did not endorse these designers,
he nevertheless was awarded
$3,270,000 for the violation of his
publicity rights.

George Wendt and John
Ratzenberger, who played Norm and
Cliff respectively on the television
show Cheers, also were recently
forced to assert their Right of
Publicity against an infringer.2 A
multi-location theme restaurant
based around the barroom set of
Cheers decided to place two robots
at theend of the bar whereNorm and
Cliff always appeared in the show.
The robots “perform” soundbites of
Norm and Cliff lines from the show.
The case received considerable me-
dia attention but ultimately, Host
International, owner of the Cheers
establishment, settled with the actors
whilethe appeal of the lower court’s
decision was pending.

Another recent Right of Public-
ity case, Comedy |11 Productions|inc.
v. Gary Saderup, Inc. reads asatour
de force analysis of the Right of
Publicity, inwhich the judge defends
the existence of the Right of Public-
ity against overreaching First
Amendment arguments presented by
the defendant.? At issue was an
artist’s depiction of the Three
Stooges on t-shirts and lithographs.
The defendant argued that his mer-
chandise was protected because it
was “newsworthy” by virtue of the
fact that the Three Stooges once
made headlines. The judge rejected
this argument and ruled that news-
worthy defense hasatimeliness com-
ponent toits successful employment.
Regarding the broader First Amend-
ment defenses that were raised, the
court held for the plaintiff and de-
veloped a new balancing test to de-

termine when the Right of Publicity
trumps an artist’s First Amendment
rights. When a celebrity is the sub-
ject of awork of art which is not an
original single work of art, the
celebrity’s publicity rights are out-
weighed by the artist’sright to com-
mercially produce his art only when
thework is“ sufficiently transforma-
tive.”?* In determining whether a
work is sufficiently transformative,
the relevant inquiry is whether “the
marketability and economic value of
the challenged work derive prima-
rily from the fame of the celebrity
depicted.”? To put it another way,
“when an artist’s skill and talent is
manifestly subordinated to the over-
all goal of creating a
conventional portrait of a celebrity
so as to commercially exploit his or
her fame, then the artist’s right of
free expression is outweighed by the
right of publicity.”#

Of all the recent Right of Public-
ity cases, none exemplifies the
critical need for a federal Right of
Publicity more than Cairns v.
Franklin Mint.?” Cairns involved
the use of Princess Diana's Right of
Publicity by one of theworld'slarg-
est gift and collectible companies,
Franklin Mint. Simply stated, the
Estate of Diana, Princess of Wales
lost its case against Franklin Mint
in the lower court for Franklin
Mint's issuance of collectible Prin-
cess Diana dolls and plates. Under
Cdlifornia's choice of law rule in a
property-related dispute, the court
held that it must look to the domi-
cile of the decedent to determine if
the Estate of Diana, Princess of
Wales possessed an enforceable
Right of Publicity in the first place.
Currently, the United Kingdom does
not recognize a post-mortem Right
of Publicity. Hence, the Cairnscourt
concluded that the Estate did not
have an enforceable Right of Pub-
licity, even though California has a
very plaintiff-friendly publicity stat-
ute on the books. The application of
Cadlifornia’schoice of law rule by the
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Cairns court appears inconsistent
with California’s precedent on this
issue, and the case remains under
appeal. A decision is not expected
until late 2002.

The controversy of the Cairns
decision, and the unpalatable result
that Princess Dianamay not have an
enforceable Right of Publicity in
Californiaunder thisdecision, could
have been avoided if California’'s
statute dispensed of the issue of
domicile as the Indiana statute does.
That Indiana dispenses of domicile
is one of the contentious aspects of
the Indiana publicity statute, but as
detailed in the following section, it
is aso one of the most useful and
important. The domicile provision
in the Indiana statute distinguishes
it from other state statutes, and it will
be one of themost critical provisions
in a federal Right of Publicity
statutewhen oneiseventually imple-
mented.

A Patchwork of Laws: Champi-
oning the Indiana Satute
Sixteen states presently recognize
the Right of Publicity via statute,®
and the mgjority view isthat theright
exists by common law in every state
that has not defined its position
through legislation.® An ever-in-
creasing number of statesareimple-
menting Right of Publicity statutes,
with Washington and Ohio as the
most recent. The legislature of
Michigan is presently considering
adopting its own publicity statute.
The Right of Publicity began its
journey late in the Nineteenth Cen-
tury, with an article written by Louis
D. Brandeis and Samuel D. Warren
in 1890% in which the authors
expressed concern that photographic
technology could be used to take a
man'’s portrait which could then be
used without his knowledge and
consent. Shortly thereafter in 1903,
New York passed the first Right of
Publicity statute through New York
Civil Right Law, sections50 and 51,
in 1903. Section 50 of New York’s

statute prohibits “a person, firm or
corporation that uses for advertising
purposes, or for the purposes of trade,
the name, portrait or picture of any
living person without having first
obtained the written consent of such
person.” By virtueof beingfirst, and
because it viewed the Right of
Publicity through a Right of Privacy
vantage point, New York became
entrenched in a statutory construc-
tion which does not recognize a de-
ceased individual's Right of Public-
ity.

If the Right of Publicity is a
personal right, theright dieswiththe
individual. While this analytical
approach served its purpose when
New York was forging new terrain,
the Right of Publicity is more prop-
erly viewed as a property right,
whichisnow an accepted and proven
proposition. Nevertheless, New York
to thisday does not recognize a post-
mortem Right of Publicity, whichis
unfortunate given the prominence of
the jurisdiction. 3! If the Right of
Publicity does not make it to the
federa levd first, it is possible that
New York will eventually amend its
law on this point as efforts to do so
have been attempted on numerous
occasions.

On the other side of the nation,
Cdliforniastandsas perhapsthe most
important jurisdiction to have codi-
fied the Right of Publicity duetothe
concentration of the entertainment
industry in LosAngeles, and thefact
that many celebrities call California
home. As such, the California
judiciary sets the pace for Right of
Publicity development because it
confronts the majority of Right of
Publicity cases that become head-
lines. In 1999, California amended
its post-mortem right of publicity
statute, formerly embodied in Cali-
fornia Civil Code Section 990, by
enacting section 3344.1, which
increased the post-mortem right
from fifty to seventy years duration.
Nicknamed the“ RobynAstaire Bill”
because Fred Astaire’ swidow, Robyn

Astaire, was the catalyst for Senate
Bill 209, the controversial bill was
backed by the Screen Actors Guild
and countless celebrities and celeb-
rity estates, including Tom Cruise,
Michael Douglas, and the Estates of
Babe Ruth and Mickey Mantle
among many others. Senate Bill 209
was opposed by all the major movie
studios and the Motion Picture As-
sociation of America.

In the effort to amend the Cali-
fornia statute, supporters of the hill
referenced the Indiana statute as a
model for the California legidature
tofollow.® Other jurisdictionshave
either followed Indiana’s statute
explicitly, or at least implicitly by
passing publicity statutes with simi-
lar provisions.®® The Indiana stat-
ute is truly an exemplary statute in
both its clarity of drafting and ease
of application, both of which repre-
sent ideals often aspired to but rarely
achieved in the drafting of legisla
tion.

The proprietary nature of public-
ity rights in Indiana is reflected in
Section 16 of the Indiana statute.
The provision states: “The rights
recognized under this chapter are
property rights, freely transferable
and descendible, in whole or in
part.” These proprietary rights may
be transferred “by contract, license,
gift, trust, testamentary document
and [by] operation of the laws of in-
testate succession applicable to the
state administering the estate and
property of anintestate deceased per-
sonality, regardless of whether the
state recognizes the property rights
set forth under this chapter.” This
provision ensures that the Right of
Publicity will transfer upon thedeath
of an individual, whether the indi-
vidual consciously choseto makethe

transfer, or if the individual failed
to recognize the importance of his
or her publicity rights and did not
make a specific bequeathment or as-
signment of the right. Fortunately,
most wills contain residual clauses
by which al non-specific bequests
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pass to the residual beneficiary.
Thus, the Right of Publicity often
transfers by will, even when it is not
specifically articulated in the docu-
ment.

Indiana provides for the longest
post-mortem publicity rights dura-
tion in the United States. Recogni-
tion of post-mortem rights varies
dramatically from state to state. For
example, Tennessee recognizes the
right for ten years after death, Vir-
ginia for twenty, Florida for forty,
Kentucky, Nevada, and Texas for
fifty years, California for seventy
years, and Washington for seventy-
five years. Section 8 of the Indiana
statute states: “A person may not use
an aspect of apersonality’s Right of
Publicity for a commercia purpose
during the personality’s lifetime or
for 100 years after the date of the
personality’s death....” With such
substantial variations between states
in the term of post-mortem protec-
tion, it is understandable that
Indiana’s publicity statute attracted
much attention upon passage. It is
conceivable that the duration of a
Federal statute should be even
longer, or perhaps not expire unless
and until the individual’s publicity
rights are not promoted or protected
for a continuous five year period.*®

Indiana’s statute, like most pub-
licity statutes, contains various
exceptions that address First
Amendment concerns and carve out
certain works that are considered of
such inherent socia utility that the
Right of Publicity must not impede
their creation. Specificaly, Section
32-13-1-1(c)(1-3) statesthat the pro-
visions do not apply to books, films
single and original works of art, or
for news reporting purposes. These
exemptions also ensure that a
newspaper publisher, for instance,
will not be liable for publishing a
third-party’s advertisement that con-
tains an infringement of an
individual's publicity rights. Addi-
tionally, artists are ensured the right
to create single and original works

of art, but the right does not extend
to allow mechanically reproduced
copies of the work. Mechanically
reproduced copies of artwork are no
longer single and original works,
and are obviously commercially
rather than artistically motivated. If
the merchandise and advertising that
implicate the Right of Publicity are
deserving of Constitutional protec-
tion asaform of speech, it is gener-
ally of the commercia speech vari-
ety which historically receives the
lowest level of judicial scrutiny.® A
federal Right of Publicity statute
should include the same exceptions
for First Amendment purposes as
those contained in the Indiana stat-
ute for at least two reasons. 1) to
ensurethat the draft statute could get
passed in the first place, and 2) to
protect the integrity of the doctrine
and to prevent it from unnecessary
criticism and resistance that would
ensueif it were viewed as an affront
to such sacred, inalienable rights as
free speech.

Indiana’s Right of Publicity stat-
ute providesfor avariety of remedies
and damages, including statutory
damages, punitive damages,
attorney’sfees, and injunctiverelief.
Damages in publicity cases are
measured by the commercial injury
to the business value of personal
identity, which in turn can be deter-
mined by the compensationinvolved
in prior licensing arrangements in
which the personality was utilized.
Infringement damages can be calcu-
lated not only by the fair-market
value of the plaintiff’s identity, but
also by the infringer’s actual prof-
its, or by the loss of other licensing
opportunities, as stipulated in
sections 10 through 13. If an
infringement is willful or inten-
tional, the plaintiff may elect treble
or punitive damages. In certain cir-
cumstances, disgourgement can pro-
vide an appropriate measure of dam-
agesfor aRight of Publicity infringe-
ment. Additionally, plaintiff can
seek an injunction for the impound-

ment of the infringing merchandise.
These provisions should likewise be
a material component in a federal
Right of Publicity statute.

Indiana’s publicity statute also
provides for statutory damages,
which is auseful and critical provi-
sion. Indiana Code 31-13-1-10
allows for minimum damages of
$1,000 in the event of an infringe-
ment. This provision ensures that
would be infringers are not able to
“test the market” by issuing an
infringement that would otherwise
be actionable but which may not
cause measurable damages to the
personality. The statutory damages
therefore serve as a deterrent, pro-
viding that an infringement of any
kind subjects the infringer to liabil-
ity of no less than $1000. If and
when the Right of Publicity moves
to the federal level, the statutory
damages should beincreased by pos-
sibly as much as three hundred per-
cent. On this point, the Texas Right
of Publicity statute (also known as
the “Buddy Holly bill” because the
widow of Buddy Holly, MariaElena
Holly, organized the effort to passthe
Texas Right of Publicity statute™)
provides greater protection than In-
diana by providing statutory dam-
ages in the amount of $2,500.

Perhaps the single most impor-
tant feature of the Indiana Right of
Publicity statuteisthefact that it dis-
penses of the issue of domicile—in
thefirst clause of the statute, no less,
which underscores the significance
of the provision. By dispensing of
domicile, the Indiana statute applies
to any act or event that occursin In-
diana, regardless of a personality’s
domicile, residence or citizenship.
This provision thus makes an
infringement that enters Indiana
actionable upon very simple and
easily understood criteria. Similarly,
a federal Right of Publicity statute
must include a provision that
dispenses of domicile, which would
eliminate complicated and poten-
tially convoluted choice of law issues
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such as those which led to the un-
fortunate result in the aforemen-
tioned case of Cairns v. Franklin
Mint.

The Mechanics
of Federalization

The Patent, Trademark and
Copyright Section of the American
Bar Association in 1995 began ef-
fortsto draft afedera Right of Pub-
licity with the intent that it could
then promote through the appropri-
ate channels, but the effort never
madeit out of sub-committee. More
recently, at an ABA meeting in At-
lanta in August of 1999, a referen-
dum to form a committee to review
the possibility of drafting a federal
publicity statute was passed. While
these efforts over the years have lost
momentum under the strain of un-
resolved debate by powerful lobby-
ing forces, similar to the forces at
conflict in the California Senate Bill
209 initiative, the idea of federaliz-
ing the Right of Publicity is consis-
tently renewed by scholars, organi-
zations, and special interest
groups.®®

The Commerce Clause gives
Congress the power to regulate in-
terstate commerce, which would al-
low for afederal Right of Publicity
to be implemented in the first place.
Under the established principles of
choice of law analysis, the federal
Right of Publicity would preempt the
state-based laws, at least to the ex-
tent that there are inconsistencies
between thetwo laws. However, the
state-based statuteswould remainin
place, in that there would likely be
provisions in some states on which
the federal statute is silent. In this
event, the state statute would still
havevalidity and remaininfull force
and effect.

If and when a federal Right of
Publicity statute is enacted it will
standardize the parameters of a
potentially unruly doctrine. Results
of litigated di sputes would necessar-

ily become more uniform and it the
existence of the law will become
morewidely understood, thereby re-
ducing the frequency of unwitting
infringers who would otherwise not
intend to violate a personality’s
Right of Publicity, but for their er-
roneous assumptions that, for ex-
ample, a deceased personality isin
the public domain. In today’'s
borderless economy, the diversity of
state right of publicity laws placesa
tremendous burden on merchants
and advertisers to comply with the
most stringent state lawsfor any na-
tional advertising campaigns or na-
tionally distributed merchandise.
Even by a conservative estimate,
many merchants and advertisersare
unaware that there is a legal doc-
trineout inthe ether called the Right
of Publicity which protects not only
living but also deceased celebrities.

Another advantage of a federal
Right of Publicity would be the
reduction of forum shopping.
Currently, the variances from state
to state could conceivably create an
environment in which a plaintiff
will selectively find the jurisdiction
inwhich aclaim can be brought and
which provides the greatest advan-
tageto plaintiff. However, it isnote-
worthy that while the potential for
forum shopping is often cited as a
problem with the current state-based
regime, there is no evidence that
Indiana is methodically sought out
asan especially favorable forum for
plaintiffs. In fact, there are no
reported Right of Publicity caseson
thebooksin Indiana. Nevertheless,
a federal Right of Publicity would
eliminate the potential for forum
shopping, which is generally
regarded as an undesirable tech-
nique in the practice of law.

A provision not included in the
Indiana statute, but which would
nonethel ess simplify the application
of the federal statute in practice,
involves an express Statute of Limi-
tations time period in which an
infringement must be prosecuted.

Ohio’s Right of Publicity statute,
through section 2741.07(C), setsthe
limit at four years.®
Many state statutes require that

an owner of a Right of Publicity
assert their rightsand provideaform
of noticeto the public through areg-
istry mechanism, while other states
merely make the registry optional
and not a prerequisite to asserting
the Right of Publicity against an
infringer. Indiana does not have
such aprovision, whichisthe proper
approach because it eliminates po-
tential bureaucratic complications.

Asfar asthe proper placement for
a federal Right of Publicity goes,
some have proposed that the proper
location for a federal Right of Pub-
licity statuteisin the Lanham Act.®
Whilethis could be the best location
for the federal statute—certainly in
comparison to placement in proxim-
ity with copyright—problems could
arise through interpreting the Right
of Publicity as a species of trade-
mark. The best aternative would be
for the federal Right of Publicity to
stand on itsown in order to preserve
its own distinct characteristics and
engaging and rich history of devel-
opment.

Conclusion

“The law must be stable, but it must
not stand still.” %

The beauty of the American le-
ga systemisreflected in thefact that
ours is a dynamic, responsive sys-
tem designed to ensure justice is
served in accordance with the needs
of the American peoplein every age
and era. One only needs to look to
the U.S. Constitution to witness the
profound brilliance in the document
that allows for constant change and
adaptability asneeded for the growth
of our democracy.*

The significance of the Right of
Publicity asadistinct legal doctrine
has stood the test of time over the
course of a century-worth of devel-
opment. The policies and purposes



RIGHT OF PUBLICITY

underlying the existence of the law
in the first place are critically im-
portant, even if they only impact fa-
mous individuals in most instances,
and it is worth noting that famous
individuals often help float entire
industries, like advertising, sports
memorabilia, franchise and team
sports, celebrity-licensing, and pub-
lishing. A world without a Right of
Publicity would be extremely prob-
lematic and the situationsthat would
arise in the absence of the doctrine
would be more severe and compli-
cated than one initially might
expect.®

In areal sense, the Right of
Publicity is analogous to the fish in
Helen Palmer’s classic children’s
book A Fish Out of Water in which
the fish, constantly being fed by the
overzealous boy who owns him,
grows out of his fish bowl, then
progresses from avase, to acooking
pot, and eventually to a swimming
pool. There comesatimewhen new
accommodations must be provided,
and within the Intellectual Property
family, the Right of Publicity has
reached its time to move out of its
state-based housing and up to the
federal level along with copyright
and trademark law. Because of its
efficiency and the profound impor-
tance of its progressive provisions,
the Indiana Right of Publicity stat-
ute should serve asthe model for any
attempt to federalize the Right of
Publicity.
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The Federal Right of Publicity
Satute

Section 1

(a) This chapter applies to any act
or event that occurs within the
United States, regardless of a
personality’s domicile, residence or
citizenship.

(b) This chapter does not apply to
the following:

(1) The use of a personality’s name,
voice, signature, photograph, image,
likeness, distinctive appearance, ges-
tures, or mannerisms in any of the
following:

(A) Literary works, theatrical works,
musical compositions, film, radio, or
television programs.

(B) Material that has political or
newsworthy value.

(C) Singleand original worksof fine
art that are not

merely faithful replications of an
personality’s

likeness.

(D) Promotional material or an ad-
vertisement for a news reporting or
an entertainment medium that:

(i) uses dl or part of a past edition

of that medium’s own broadcast or
publication; and

(ii) does not convey or reasonably
suggest that a personality endorses
the news reporting or entertainment
medium.

(E) An advertisement or commercial
announcement for ause described in
this subdivision.

(2) The use of a personality’s name
to truthfully identify the personality
as.

(A) the author of a written work; or
(B) a performer or a recorded per-
formance; under circumstances in
which the written work or recorded
performance is otherwise rightfully
reproduced, exhibited, or broadcast.
(3) The use of a personality’s”

(A) name;

(B) voice;

(C) signature;

(D) photograph;

(E) image;

(F) likeness;

(G) distinctive appearance;

(H) gestures; or

() mannerisms

in connection with the broadcast or
reporting or an event or a topic of
general or public interest.

(c) This chapter applies to acts or
events that occur before or after the
effective date of this chapter.

Section 2

As used in this chapter, “commer-
cial purpose” means the use of an
aspect of apersonality’sright of pub-
licity asfollows:

(1) On or in connection with a prod-
uct, merchandise, goods, services, or
other commercia activities.

(2) For advertising or soliciting pur-
chases or products, merchandise,
goods, services, or for promotional
activities.

(3) For the purposes of fundraising.

Section 3

As used in this chapter, “name”
means the actual or assumed name
of aliving or deceased natura per-
son that is intended to identify the

person.

Section 4

As used in this chapter, “likeness’
means an image, painting, sketch-
ing, model, diagram, or other repre-
sentation of an individua’s face,
body, or partsthereof, or the distinc-
tive appearance, gestures, or man-
nerisms of the individual.

Section 5

As used in this chapter, “single and
origina works of fine art” means a
painting, drawing, print, or sculp-
ture, existing in a single copy or, in
the case of asculpture, asingle cast.
Mechanically reproduced copies,
even if limited edition, are not ex-
empted works under this statute.

Section 6

As used in this chapter, “news re-
porting or an entertainment me-
dium” means a medium that pub-
lishes, broadcasts, or disseminates
advertising in the normal course of
itsbusiness, including thefollowing:
(1) Newspapers.

(2) Magazines.

(3) Radio and television networks
and stations.

(4) Cabletelevision systems.

Section 7

As used in this chapter, “person”
means a natural person, a partner-
ship, afirm, acorporation, or an un-
incorporated association.

Section 8
As used in this chapter, “personal-
ity” meansaliving or deceased natu-
ral person.

Section 9

Asusedinthischapter, “right of pub-
licity” means a personality’s prop-
erty interest in the personality’s:

(1) name;

(2) voice;

(3) signature;

(4) photograph;

(5) image;
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(6) likeness,

(7) distinctive appearance;

(8) gestures; or

(9) mannerisms.

(10) other unequivocal identifying
indicia

Section 10

As used in this chapter,
“fundraising” means an organized
activity to solicit donations of money
or other goods or services from per-
sons or entities by a nonprofit orga-
nization, company, or other entity.

Section 11

A person may not use an aspect of a
personality’s right of publicity for
commercial purposes during the
personality’s lifetime or for as long
asthe personality’s beneficiaries ex-
ploit or protect the personality’sright
of publicity without any more than a
5-year period of nonuse or regula
tion, vialicensing or palicing efforts.
A personality’sright of publicity can
be used only after having obtained
prior written consent from a person
specified in section 21 of this chap-
ter.

Section 12

A person who:

(1) engages in conduct within the
United States that is prohibited un-
der section 11 of this chapter;

(2) creates or causes to be created
within the United States goods, mer-
chandise, or other materials prohib-
ited under section 11 of this chap-
ter;

(3) transports or causes to be trans-
ported into the United States goods,
merchandise, or other materials cre-
ated or used in violation of section
11 of this chapter;

(4) knowingly causes advertising or
promotional material created or used
in violation of section 11 of this
chapter to be published, distributed,
exhibited, or disseminated within the
United States; or

(5) uses the right of publicity of a
United States citizen;

submits to the jurisdiction of the
United States federal courts.

Section 13

A person who violates section 11 of
this chapter may beliable for any of
the following:

(1) Damages in the amount of:

(A) three thousand dollars ($3,000);
or

(B) actual damages, including prof-
its derived from the unauthorized
use; whichever is greater.

(2) Treble or punitive damages, as
the injured party may elect, if the
violation under section 11 of this
chapter is knowing, willful, or in-
tentional.

(3) attorney’sfees

Section 14

In establishing the profits under sec-
tion 13(1)(B) of this chapter:

(2) the plaintiff is required to prove
the gross revenue lost due to the un-
authorized use; and

(2) thedefendant isrequired to prove
properly deductible expenses.

Section 15

In addition to any damages awarded
under section 13 of this chapter, the
court;

(1) shall award to the prevailing
party reasonable attorney’s fees,
costs and expenses relating to an
action under this chapter; and

(2) may order temporary or perma-
nent injunctive relief.

Section 16

Injunctive relief is not enforceable
against a news reporting or an en-
tertainment medium that has:

(1) contracted with a person for the
publication or broadcast of an ad-
vertisement; and

(2) incorporated the advertisement
in tangible form into material that
has been prepared for broadcast or
publication.

Section 17
An action under this section shall

be brought within five (5) years af-
ter aviolation of this chapter should
have been discovered.

Section 18

(a) This section does not apply to a
news reporting or an entertainment
medium.

(b) During any period that an action
under this chapter is pending, acourt
may order the impoundment of:

(1) goods, merchandise, or other
meaterials claimed to have been made
or used in violation of section 11 of
this chapter; and

(2) plates, molds, matrices, masters,
tapes, negatives, or other itemsfrom
which goods, merchandise, or other
materials described under subdivi-
sion (1) may be manufactured or re-
produced.

(c) The court may order impound-
ment under subsection (b) upon
terms that the court considers rea-
sonable.

Section 19

(a) This section does not apply to a
news reporting or an entertainment
medium.

(b) As part of a final judgment or
decree, acourt may order thedestruc-
tion or other reasonable disposition
of items described in section 18(b)
of this chapter.

Section 20

The rights recognized under this
chapter are property rights, freely
transferable and descendible, in
whole or in part, by the following:
(1) contract.

(2) license.

(3) gift.

(4) trust.

(5) testamentary document.

(6) operation of the laws of intestate
succession applicable to the state
administering the estate and prop-
erty of an intestate deceased person-
ality.

Section 21
(a) the written consent required by
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section 11 of this chapter and the
rights and remedies set forth in this
chapter may be exercised and en-
forced by:

(1) apersonality; or

(2) aperson to whom the recognized
rights have been transferred under
section 20 of this chapter.

(b) If the transfer described under
subsection (a) has not occurred, a
person or personality to whom the
rightsrecognized are transferred un-
der section 18 of this chapter may
exercise and enforce the rights and
remedies under this chapter.

Section 22

(a) Subject to sections 16 and 17 of
this chapter, after the death of anin-
testate personality, the rights and
remedies of this chapter may be ex-
ercised and enforced by apersonwho
possesses atotal of not lessthan one-
half (1/2) interest in the rights.

(b) A person described in subsection
(a) shall account to any other person
in whom the rights have vested to
the extent that the other person’sin-
terest may appear.

Section 23

If:

(1) a deceased personality has not
transferred the deceased person’s
rights under this chapter by:

(A) contract;

(B) license;

(C) gift;

(D) trust; or

(E) testamentary document; and

(2) there are no surviving persons as
described in section 21 of this chap-
ter for intestacy transfer to take ef-
fect, therights set forth in this chap-
ter terminate.

Section 24

Therightsand remedies provided for
in this chapter are supplemental to
any other rights and remedies pro-
vided by law.

43 The recent controversy over
Napster and the fact that the shar-
ing of files through Napster consti-
tutes copyright infringement seems
analogous. Everyone likes to get

something for nothing, and the con-
venience of Napster as a method of
distributionisuseful and undeniable;
however, a decision in favor of
Napster would have eroded copy-
right law in ways that could have
eventually proven disastrous not only
for record companies, but alsofor ev-
eryone who works in the entertain-
ment industry, including artists and
performers. For onething, itiscom-
monly known within the industry
that record companies can and do
pass on increased expenses to the
artists with whom they work. If
Napster had been allowed to con-
tinue, individual artists unequivo-
cally would have suffered harm.
Thus, the decision in Napster was
not simply one of theindividual con-
sumer against the big-business
record companies. The issue is far
from resolved however, because of
numerous other programs that dis-
tribute musicin asimilar fashion but
which do not involveasingular body
which can be sued, such as Gnutella
and AudioGalaxy.com.



